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REMARKS 

Claims 2-20 are pending in this application. Claims 6-10 and 13-20 were withdrawn 
from consideration as being drawn to nonelected subject matter. Claims 2-5, 11, and 12 were 
variously rejected under the judicially created doctrine of obviousness-type double patenting. 

With respect to all amendments and cancelled claims of this application, Applicants have 
not dedicated or abandoned any unclaimed subject matter and moreover, have not acquiesced to 
any rejections or objections made by the Patent Office. Applicants expressly reserve the right to 
pursue prosecution of any presently excluded subject matter or claim embodiments in one or 
more future continuation and/or divisional application(s). 

Applicants have carefully considered the points raised in the Office Action and believe 
that the Examiner's concerns have been addressed as described herein, thereby placing this case 
into condition for allowance. 

Restriction Requirement 

Applicants note that the species election has been withdrawn but the restriction 
requirement to Group I (claims 2-5, 1 1, and 12) has been made final. Applicants further note 
that the Examiner states "that rejoinder is available in accordance with MPEP §821.04" (Office 
Action, page 4). Accordingly, upon the finding of allowable product claims, Applicants 
respectfully request rejoinder of withdrawn process claims which include all the limitations of 
the allowable product claims for examination (MPEP §821.04). 

Rejections under Obviousness-type Double Patenting 

Claims 4 and 12 were rejected under the judicially created doctrine of obviousness-type 
double patenting as allegedly being unpatentable over claims 1-5 of U.S. Pat. No. 5,998,367. 
Claims 4 and 12 were rejected under the judicially created doctrine of obviousness-type double 
patenting as allegedly being unpatentable over claims 1-4 of U.S. Pat. No. 6,610,824 in view of 
U.S. Pat. No. 5,998367. Claims 2-5, 11, and 12 were rejected under the judicially created 
doctrine of obviousness-type double patenting as allegedly being unpatentable over claims 24 
and 44 of U.S. Pat. No. 5,686,41 1. Submitted herewith are terminal disclaimers for the present 
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application and U.S. Pat. Nos. 5,686,411, 5,998,367, and 6,610,824. Accordingly, Applicants 
respectfully request that the rejections based on the claims of these patents be withdrawn. 

Claims 4 and 12 were rejected under the judicially created doctrine of obviousness-type 
double patenting as allegedly being unpatentable over claims 19-24 of U.S. Pat. No. 5,580,953 
(hereinafter referred to as the '953 patent) in view of U.S. Pat. No. 5,998,367. Applicants 
respectfully traverse this rejection. 

In support of this rejection, the Examiner states that "the '953 patent claims a Markush 
group of amylin agonists that includes members that fall entirely within the scope of the present 
application i.e., an overlapping genus (e.g., compare claim 12 of the present application to clams 
19-24 of '953)." Office Action, page 9. Applicants respectfully disagree with this 
characterization of the '953 patent. Claims 19-24 of the 4 953 patent are directed to amylin 
antagonist peptides having a particular amino acid sequence which differs from the amino acid 
sequence of the agonist analogs of amylin of claim 12. Applicants submit that the Markush 
group of amino acid sequences in claim 19 of the '953 patent does not fall entirely with the scope 
of the present application. Claims 19-24 of the '953 patent neither describe nor suggest the 
presently claimed agonist analogs of amylin and do not support prima facie obviousness with 
regard to the claimed invention. Accordingly, Applicants respectfully request reconsideration 
and withdrawal of this rejection. 

In sum, Applicants respectfully request reconsideration and withdrawal of the rejections 
under the judicially created doctrine of obviousness-type double patenting. 

Applicants believe that all issues raised in the Office Action have been properly 
addressed. Accordingly, reconsideration and allowance of the pending claims is respectfully 
requested. If the Examiner feels that a telephone interview would serve to facilitate resolution of 
any outstanding issues, the Examiner is encouraged to contact Applicants' representative at the 
telephone number below. 



PAGE 9/16 ■ RCVD AT 5/9tt0O6 3:40:27 PM [Eastern DayOght Time] 1 SVR:USPTO-€FXRF-3/11 * DNIS:273830O • CSID: 858-552-22 12 • DURATION <mnvss):06-18 



Amylill 858-552-2212 



May 09,2006 12:44PM PST >USPTO 



PglOof IE 



USSN 10/649,138 
Atty Docket No. 248/182 CON 

Page 7 



No additional fees are believed due for this submission. However, if a fee is due, the 
Commissioner is hereby authorized to charge payment of any fees associated with this 
communication, to Applicants Deposit Account No. 010535 referencing Docket No. 248/182 
CON. Additionally, the Commissioner is hereby authorized to charge payment or credit 
overpayment of any fees during the pendency of this application to Applicant's Deposit Account 
No. 010535. 

Date: 9 May 2006 Respectfully submitted, 



Amylin Pharmaceuticals, Inc. 
9360 Towne Centre Drive 
San Diego, California 92121 
Phone (858) 552-2200 
Facsimile (858) 552-1936 



AMYLIN PHARMACEUTICALS, INC. 



Karen R. Zachov 
Reg. No. 46,332 
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